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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 12-24 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 3, 5, 7-10 of U.S. Patent No. 
7,094,859 B2. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the reference teaches a crosslinkable polymer blend, 
comprising at least one polymer A having endgroups -L-CH 2 -SiR 1 a (OR 2 )3-a, where the 
group "L" corresponds to -A- and R 1 and R 2 are identical, which embraces formula [1] 
of the instant application. Since the main chain is not claimed in this application, the 



reference reads on the claimed invention. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim recites"... an alkoxysilane where at least 50% of the 
alkoxysilyl groups of the general formula [1] are composed of dialkoxysilyl groups." This 
renders the claim confusing since general formula [1] has one alkoxysilyl group, which 
may contain up to three alkoxy groups. The claim is interpreted "...an alkoxysilane 
where at least 50% of the groups attached to the silicon atom of the general formula [1] 
are alkoxy groups" for the purposes of the art rejections below. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 12-24 are rejected under 35 U.S.C. 102(b) as being anticipated by (WO 
02/018658), translation provided by Schindler et al. US 7,153,923 B2 (hereinafter 
"Schindler 1"). 
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7. Regarding claims 12 and 22, Schindler 1 teaches a one-component moisture 
curing composition in the form of a prepolymer blend, comprising an alkoxysilane- 
terminated polymer (A) having end groups of the general formula (I), which is identical 
to formula [1] of the instant application (see col. 2, lines 30-50). The groups "A," "R 1 ," 
"R 2 ," and "a" are also identical when taken into account that R 3 may be a hydrogen 
radical. This reads on claims 12 and 22. 

8. Regarding claims 13 and 14, Schindler 1 further defines R 1 as preferably methyl, 
ethyl or phenyl and R 2 as preferably methyl or ethyl groups (see col. 3, line 14-17). 

9. Regarding claim 15, Schindler 1 teaches the preparation of polymer (A) such that 
the polymer is isocyanate-free (see col. 4, lines 58-64). Example 3 describes the 
preparation of prepolymer A. The isocyanate group donor is 2,4-diiso-cyanate (TDI) 
and is used in the quantity of 141 .2 mmol. The isocyanate-reactive groups (methoxy 
groups) of N-phenylaminomethyl-trimethoxysilane are present in a concentration of 
444.9 mmol (148.3 mmol x 3). This ratio turns out to be 3.15, which falls within the 
range of 1 .4:1 to 4:1 as claimed (see col. 7, line 60 to col. 8, Iine13). 

10. Regarding claim 16, Schindler 1 teaches a prepolymer (A), prepared using an 
alkoxysilane of the general formula (4), which corresponds to general formula (3) of the 
instant application where B 1 is represented by "Z", and is selected from an OH, SH or 
NHR 3 group, and R 1 and R 2 , are as previously defined (see col. 4, lines 25-35). 
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1 1 . Regarding claim 17, in example 2, Schindler 1 teaches the preparation of N- 
phenylaminomethyl-trimethoxysilane. This is an example of an alkoxysilane of formula 
(3) where a=0 and at least two of the groups attached to the silicon atom are alkoxy 
groups (see col. 7, lines 30-60). 

12. Regarding claims 18-22, Schindler 1 teaches a moisture curing composition 
including the urethane group containing prepolymer preparation from polypropylene- 
glycerol (polyol) and toluene 2,4-diisocyanate (TDI) (see example 4, col. 8, lines 15-37). 
The polypropylene-glycerol has an average molar mass of 1500 g/mol, which reads on 
the polyol having an average molecular weight of 1000 to 25,000. It is also noted that 
polypropylene-glycerol is a hydroxyl-functional polyether. 

13. Regarding claims 23 and 24, Schindler 1 teaches the addition of aminopropyl- 
trimethoxysilane as a catalysts in example 4, which reads on the composition of claim 
22 further comprising a low molecular weight alkoxysilane of formula (3) where B is - 
NHR 3 . 

14. Claims 12-21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schindler et al. U.S. Patent No. 7,060,760 B2, hereinafter ("Schindler 2"). 
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1 5. Regarding claims 1 2 and 1 5, Schindler 2 teaches a silane-terminated 
polydiorganosiloxane-urethane copolymer containing the end groups "B" [-Z- 
Si(R 1 ) m (R")3-m]- The "R"" group corresponds to the alkoxy group and "Z" group 
corresponds to -A-CH 2 . The R 1 group is a monovalent hydrocarbone radical optionally 
substituted by fluorine or chlorine having 1-12 carbon atoms, which reads on R 1 of the 
instant application when A is -(R3)- and a C1-C18 alkyl radical. Schindler 2 also teaches 
m, which corresponds to a is 0, 1 , or 2. Regarding the ratio of isocyanate-reactive 
groups to isocyanate groups, Schindler 2 teaches the preparation of the copolymer 
where the proportion of HA or OH groups (isocyanateOreactive groups) to NCO groups 
is 2 - 0.67 (the reciprocal of 0.5 - 1 .5) (see col. 7, lines 44-51 ). This embraces formula 
[1] of the instant application. Since the main chain is not claimed in this application, the 
reference reads on the claimed invention. 

16. Regarding claims 13 and 14, Schindler 2 teaches R 1 is preferable methyl or ethyl 
(col. 5, Iines2 — 25), and R" is preferably methoxy, ethoxy or acetoxy (methyl, ethyl or 
acetyl in the instant application). 

1 7. Regarding claims 1 6 and 1 7, Schindler 2 teaches the use of 
aminomethylmethyldimethoxysilane, which embrace the alkoxysilane (A2) (col. 7, 
Iines25). This also reads on (A2) where 50% of the groups attached to the silicon atom 
are alkoxy. 
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18. Regarding claim 18-20, Schindler 2 teaches the preparation of 
aminoalkylpolydiorganosiloxanes (prepolymer (A)) using polypropylene glycols (A1 1) 
with molecular masses of up to more than 10,000 (col. 6, lines 48-62). The 
polypropylene glycols are hydroxyl-functional polyethers, which read on the invention as 
claimed. 

1 9. Regarding claim 21 , Schindler 2 teaches the preparation of prepolymer (A) using 
isophorene diisocyanate (IPDI), toluene 2,5-diisocyanate (TDI), and hexamethylene 1,6- 
diisocyanate (see col. 6, lines 28-39) . 

Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patent 5,554,709. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin C. Collins whose telephone number is (571) 270- 
7734. The examiner can normally be reached on Monday through Thursday, 7:30 am - 
5:00 pm EST and on alternate Fridays from 7:30 am - 4:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/AC/ 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



